Appl. No. 10/686,915 

Amendment Dated October 27, 2005 

Reply to Second Office Action of July 28, 2005 

RFMARKS/ARGUMENTS 

The Office Action dated July 28, 2005 has been carefully reviewed, together with the prior art 
cited in the rejection of the claims. For the reasons set forth below, it is believed ttiat the rejections 
have been addressed and overcome, and the application is in condition for allowance. 

Allowable Subject Matter 

The subject matter of claims 8 and 9 are indicated by the Examiner as being allowable, if 
prepared in independent form. 

Amended Claims 

Claims 11 and 15 have been amended. Claim 1 1 has been amended to change the word "is" to 
the word "in." Claim 15 has been amended to specify that the wheeled carrier is a trailer that is 
adapted for towing by a vehicle over a highway. The claims have not been amended for purposes of 
patentability. 

Rejections Under 35 U.S.C. 8103(a) 

The Examiner has rejected claims 1-6, 13-15 and 21-27 as being unpatentable over U.S. Pat. 
No. 4,932,628 by Pacheco, in view of U.S. Pat. No. 5,637,226 by Adams et al. 

The arguments and comments set forth by Apphcants in their Response filed on or about June 
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7, 2005 are incorporated herein by reference, as it is believed that such arguments are stiU relevant and 
applicable. AppHcants elect to rely on such arguments in that event that an appeal is taken from the 
Examiner's rejections. The Examiner's rejection of claim 1 will be addressed first. 

hi new grounds of rejection by the Examiner, it is stated that the Pacheco reference teaches 
everything claimed except the aftermarket apparatus and the switching mechanism for switching the 
aftermarket apparatus into operation and out of operation while the engine is running to thereby affect 
the engine. For the claim limitations missing from the Pacheco reference, the Examiner is relying on the 
Adams et al reference for disclosure thereof In particular, the Examiner is relying on the Adams et al 
reference for the teachings of the use of aftermarket apparatus and a switch mechanism for switching 
the aftermarket apparatus into and out of operation while the engine is running to thereby affect the 
engine. 

The rejection of claim 1 is based on the Examiner's conclusion, as set forth in the Office Action: 

Adams et al teach that it is old in the art to employ an aftermarket 
apparatus (i.e. magnetic fiiel treatment device) for use with said engine to affect 
the operation of said engine comprising magnets 7 and 8; and means for 
switching said aftermarket apparatus into operation and out of operation 
while said engine is running to thereby affect said engine accordingly (see 
column 4. lines 6-25, which cite that both fiiel efficiency and emissions are 
improved with the magnetic device, as opposed to without the magnetic 
device). (Italics added). 

It is admitted that the Adams et al reference discloses an aftermarket apparatiis directed to a 
magnetic fluid h-eatment device that can apparently be inserted in a fiiel line so that the magnetic field 
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influences the fuel carried by the line in a manner to mcrease fuel mileage and reduce pollution. It is 
submitted that the Adams et al reference fails to disclose or suggest the use of a switch mechanism, as 
claimed, for switching the magnetic device into and out of operation. 

The teachings of the cited Adams et al reference are directed to a helical coil as part of the fuel 
line, with magnets placed inside and outside the helical-shaped fuel line. The magnetic field of the 
magnets influences the molecules of fuel and apparently produces the desired increase in mileage and 
reduction in pollution. There is no hint in the Adams et al reference of how to integrate the helical fuel 
line into the original fuel line of the engine. The entire disclosure of the reference does not indicate that 
the section of heUcal coil is welded, bolted or otherwise integrated into the fuel line of the engine. The 
figures of the hehcal section of fuel line show truncated ends, which might be adapted for welding onto 
severed ends of the original fiiel line. Alternatively, the helical section shown might be a portion of the 
entire fuel line, in which event the entire original fiiel line would have to be removed and replaced by the 
fuel line which incorporates the helical section. There is no indication that the ends of the helical section 
would be formed with flanges or connections for insertion into a modified fuel line. M this latter event, 
which is not suggested, the original fiiel line would have to be cut, a short length removed, and each end 
fabricated or otherwise modified to be equipped with a flange or connection for mating to the heUcal 
section. Of course, this is not suggested in the Adams et al reference. 

In any event, it can be seen that the Adams et al reference is silent as to the details of the 
manner in which the helical coil is integrated into a fiiel line. The Examiner is correct in noting that the 
Adams et al reference discloses the test results of an internal combustion engine with and without the 
use of the magnetic fluid treatment device. The Adams et al reference does allude to the test 
environment and/or equipment in the following text, at column 4, lines 6-10: 
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FIGS. 5-9 are graphs illustrating the results of tests performed to 
confirm the effect of the invention. The tests compared various output 
characteristics of an IC engine burning treated fuel to those of an IC engine 
burning untreated fuel. 

The wording of this text of the reference seems to indicate that two internal combustion engines 
are being used, one with the helical coil and magnets and another engine without such equipment. This 
conclusion is reached because of the use of the phrase to those of an IC engine burning untreated 
fuel." (Underlining added). If the same engine were used in both tests, than the underlined word used 
to describe the engine(s) would have been replaced with the word "the" to indicate the same engine 
was being used. 

Notwithstanding the foregoing, even if the same engine were being used for both tests, there is 
no indication whatsoever of using a switch mechanism for switching the helical coil / magnet 
arrangement into and out of operation while the engine was running. Rather, it is believed that the 
common practice would have been to use a straight fuel line without magnetic influence in one test, 
remove the fuel line and replace it with the helical coil equipped fuel line and proceed to conduct the 
other test. Alternatively, the straight fuel line would be severed and the helical coil section surrounded 
with magnets would be fastened in series with the ends of the severed fuel hne. This latter maneuver 
would be very much like a mechanic placing an in-line fuel filter in a fiiel line where none existed before. 

In both of the above noted circumstances, the fuel line is temporarily disconnected, thus 
disrupting fuel flow to the engine. When disconnected, the fuel cannot be pumped to the engine to keep 
it running. Thus in both cases described above, the integration of the magnetic fixel treatment device 
cannot be placed into and out of operation while the engine is running. Secondly, it would be very 
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dangerous to open the fuel line while the engine is running , as fuel openly pumped around a 
running engine would be extremely dangerous and present a fire hazard. 

From the foregoing, the conclusion drawn in the rejection of the claims is not founded by any 
evidence from the teachings of the Adams et al reference. It can be seen that the Examiner's 
conclusion of obviousness is based on hindsight, namely imbuing the Adams et al reference with 
teachings found only in Applicants' disclosure of the captioned patent application. A mechanic or 
technician removing a fuel line and replacing it with a different fuel line is not a "switch mechanism" as 
claimed. A mechanic or technician installing a heUcal coil section surrounded by magnets into an original 
fuel line is also not a "switch mechanism," as claimed. Moreover, the actions of a mechanic, whatever 
they may be, to carry out the tests disclosed in the Adams et al reference cannot be considered 
equivalent to the claimed "switch mechanism." 

In the rejection of the claims, the Examiner concludes that it (page 3 of the Office Action) 
"...would have been obvious to one having ordinary skill in the art to modify Pacheco by employing an 
aflermarket apparatus .... and means for switching said aftermarket apparatus into operation and out of 
operation while said engine is running to thereby affect said engine accordingly. It is submitted that 
without any suggestion in the Adams et al reference of a switch mechanism, the combined teachings of 
the Pacheco and Adams et al references still lacks all of the limitations of the claims. 

Accordingly, a prima facie case of obviousness has not been established to sustain the rejection 
of independent claim 1. It is believed that independent claims 26 and 27, and dependent claims 2-6 
and 1 3- 1 5 are patentable for the same reasons set forth above. 
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Claims 10 and 11 

Claims 10 and 1 1 of the application have been rejected by the Examiner, because the 
limitations thereof are not considered to be an inventive step. This rejection is apparently made under 
35 U.S.C. §1 03(a) cited in the rejection of the claims. This statutory section does not indicate in any 
manner that "inventive step" is a requirement for nonobviousness. Indeed, the entire statutory section of 
35 U.S.C. §103 does not include the words "inventive step." If the Examiner is referring to the quality 
of Applicants' invention, in that the subject matter of clauns 10 and 1 1 are not sufficiently inventive in 
nature, then such a rejection is not based on the statutes or case law. Rather, the burden of proof of 
unpatentability of the claims rests on the Examiner, and to sustain the burden of proof the Examiner 
must show evidence of unpatentability. The Examiner's assertions or beUefs, without any 
corresponding evidence of record are insufficient to sustain the burden of proof If the Examiner 
continues with the rejection of claims 10 and 1 1 based on lack of inventive step, it is requested that the 
Examiner make of record evidence in the nature of prior art patents or pubhcations which show that the 
subject matter of claims 10 and 1 1 is not patentable. 

Claim 26 

Claim 26 of the application has also been rejected as lacking "inventive step." For the same 
reasons set forth above in connection with claims 10 and 1 1, it is believed that the rejection of claim 26 
should be withdrawn as being based on nonstatutory requirements. 

In the rejection of claim 26, the Examiner indicates that "providing mechanical modification to 
render the mobile carrier suitable for towing is considered to be within the purview of one of ordinary 
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skill in the art." Claim 26 recites the limitation that the mobile carrier is adapted for towing with a 
vehicle on a highway. 

With the evidence of record, there is no showing that it would have been obvious to adapt the 
Pacheco portable engine test stand for towing with a vehicle on a highway. The disclosure of the 
portable test stand of the Pacheco reference suggests the use of casters for wheels, and that the front 
casters are fixed and the back set of casters swivel. See column 2, lines 26-28 and column 4, lines 41- 
47. This arrangement or portability is not adapted at all for highway use. Casters would wear out or 
would otherwise be unsuitable for highway speeds. Moreover, with the back set of wheels being of the 
swivel type, the test stand would sway back and forth if attempted to be towed on a highway. This 
would create a dangerous situation. 

The intended use of wheels on the Pacheco test stand is for moving the test stand and engine 
attached thereto from one place in the repair facility to another place. See column 1, lines 33-36. The 
constmction of the Pacheco test stand is obviously made for hand pulling or pushing from one location 
in the repair facility to another place in the repair facility. There are no provisions for attaching the 
Pacheco test stand to a vehicle to be towed in the repair facility, as that would represent an 
inconvenience in moving both the vehicle and the portable test stand in and amongst the other vehicles 
and repair equipment often found in a repair facility. Accordingly, while the Pacheco test stand is 
constmcted to be portable, its sttricttire is adapted for hand pulling or pushing short distances within a 
repair facility. Any additional modification of the test stand disclosed in the Pacheco reference is 
without basis, as no evidence of record relied upon by the Examiner can support the same. 
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It is noted that in independent claim 26, that the mobile carrier is adapted for towing by a 
vehicle on a highway. This contrasts with independent claims 1 and 27 where the mobile carrier could 
be the vehicle itself, or a carrier towed by the vehicle. 

From the foregoing, claim 26 is patentable in its own right over the prior art of record. 



From the foregoing, the Examiner is respectfully requested to reconsider the rejections and 
grant full allowance of the appUcation. 



Conclusion 



Respectfully Submitted, 



CHAUZA & HANDLEY, LLP 



Attorney for Applicants 




Roger N. Chauza, Esq. 
Registration No. 29,753 
Telephone: (972)518-1414 
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